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3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Application Papers 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are appHed for estabHshing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1. Claims 1 and 3 - 7, 9 - 11, 13 - 17, 21 and 22 are rejected under 35 U.S.C. 103(a) 

as being unpatentable over Cutler et al. (US 6,309,889) in view of Weinberg et al. (US 

5,959,297). 

Regarding claims 1, 4 - 6, 10, 1 1, 16 and 17, as discussed in the previous office 
action, mailed 6/23/2004, Cutler et al. teach the positively recited structure of the 
claimed apparatus. In addition. Cutler et al. do teach the incorporation of an array 
support (plate 56) comprising at least two locations (wells 62) for supporting test 
materials (see figure 9A; col. 9, lines 1 - 35). However, Cutler et al. is silent to the 
specific teaching of a location selective heat source. Cutler et al. do indicate that their 
disclosed apparatus may be utilized in chemical library synthesis and screening 
processes in which sold-phase supports, such as resin beads, are used (see col. 1 , lines 1 - 
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20). Weinberg et al. teach methods and devices for screening libraries of different 
materials also utilizing a similar synthesis and screening techniques, such as solid-phase 
synthesis (see col. 1, line 26 - col. 2, Hne 55). As shown in figure 14, with respect to 
claims 1, 9 and 13, Weinberg et al teach a spatially controllable heating device, such as 
a scanning laser, for providing selective infrared heating in order to provide thermal 
control for each chemical compound library element individually (see col. 5, lines 35 - 
55; col. 10, lines 46 - 64; col. 16, lines 12 - 34; col. 22, lines 5 - 23). Weinberg et al. 
further teach sequential heating (see col. 5, lines 35-51). Consequently, as evidenced 
by Weinberg et al., a person of ordinary skill in the art would have recognized the 
suitability of utilizing such a selective heating device with a sample array configuration 
comprising a multitude of different compoxmds for the individual processing of the 
different sample compounds. Furthermore, a person of ordinary skill in the art would 
accordingly have had a reasonable expectation for success of incorporating such a 
selective heating source in processing and screening an library array of chemical 
compounds. Therefore, it would have been obvious to a person of ordinary skill in the art 
to incorporate a selective heating source, which would logically be in alignment with the 
window of the Cutler et al. apparatus, as recited in claim 1, in order to facilitate effective 
sample screening. 

Regarding claim 3, Weinberg et al. do teach the use of a scanning mass 
spectrometer for screening volatile chemical compounds (see col. 22, lines 6 - 65). 
Therefore, it would have been obvious to a person of ordinary skill in the art to 
incorporate a detector, such as a mass spectrometer, in fluid communication with the 
fluid outlet of the apparatus. 
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Regarding claim 7, absent unexpected results, it would have been obvious to a 
person of ordinary skill in the art to utilize a toothed support, since the change in form or 
shape is an obvious engineering design. 

Regarding claims 14 and 15, Weinberg et al. teach the use of a quadrupole mass 
spectrometer (see col. 3, lines 59 - 67). 

Regarding claims 21 and 22, Weinberg et al. indicate the use of computer control 
associated with the disclosed apparatus (see col. 15, lines 12-17). 
2. Claims 8 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cutler et al. in view of Weinberg et al, as appUed to claims 1 and 3-7, 9-11,13-17, 

21 and 22 above, and further in view of Wilson (US 6,063,633). Niether Cutler et al. nor 
Weinberg et al. teach the use of different membrane materials as recited in claims 8 and 
19. However, it would have been obvious to a person of ordinary skill in the art to utilize 
another material, such as alumina, as taught by Wilson, since, absent unexpected results, 
the selection of a known material, which is based upon its suitability for the intended use, 
is considered within the ambit of a person of ordinary skill in the art (see col. 2, lines 14 - 

22 7 col. 4, lines 30-55). 

Response to Arguments 

1 . Applicant's arguments and amendments regarding the rejection of claims 51-55, 
under 35 U.S.C. 1 12, second paragraph have been considered and are persuasive. This 
rejection has been withdrawn. 

2. Applicant's arguments with respect to claims 1,4-6, 9, 10, 13, 16, 17 and 22 
have been considered, but are moot in view of the new ground(s) of rejection. 
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Allowable Subject Matter 

1 . Claims 12,18 and 20 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 

matter: 

Regarding claim 12, the cited prior art neither teach nor fairly suggest the further 
incorporation within the apparatus of Cutler et al. and Weinberg et al. a membrane 
support positioned within the cell adjacent to the semipermeable membrane. 

Regarding claim 18, the cited prior art neither teach nor fairly suggest the further 
incorporation within the apparatus of Cutler et al. and Weinberg et al. a dispersion 
structure positioned between the fluid inlet and the array support. 

Regarding claim 20, the cited prior art neither teach nor fairly suggest the further 
incorporation within the apparatus of Cutler et al. and Weinberg et al. a calibration port 
located between the fluid outlet and the detector. 

2. Claims 47 - 60 are allowed. 

The following is an examiner's statement of reasons for allowance: 
Regarding claim 47, the cited prior art neither teach nor fairly suggest an 
apparatus for screening materials in an array, wherein the apparatus is comprising: a 
semipermeable membrane adjacent to the array support; a membrane support positioned 
within the cell adjacent to the semipermeable membrane in combination with a fluid inlet 
and one fluid outlet positioned on opposite sides of the combination of the array support 
and the semipermeable membrane. 
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Regarding claim 51, the cited prior art neither teach nor fairly suggest the fiirther 
incorporation within the claimed apparatus for screening materials: a dispersion structure 
positioned between the fluid inlet and the array support; a semipermeable membrane 
adjacent the array support; and a fluid inlet and one fluid outlet positioned on opposite 
sides of the combination of the array support and the semipermeable membrane. 

Regarding claim 56, the cited prior art neither teach nor fairly suggest the further 
incorporation within the claimed apparatus: a fluid inlet and one fluid outlet positioned 
on opposite sides of the combination of the array support and the semipermeable 
membrane; and a calibration port located between the fluid outlet and the detector. 

Any comments considered necessary by applicant must be submitted no later than 
the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. SeeMPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR LI 36(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Sines, Ph.D. whose telephone number is (571) 
272-1263. The examiner can normally be reached on Monday - Friday (11 AM - 8 PM 
EST). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jill A. Warden can be reached on (571) 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished appUcations is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




